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IN THE UNITED STATES DISTRICT COURT 

DISTRICT OF UTAH, CENTRAL DIVISION 

 
 
IN RE: BRCA1- AND BRCA2-BASED 
HEREDITARY CANCER TEST PATENT 
LITIGATION 
 

 

PRETRIAL ORDER NO. 2 — 
SCHEDULING ORDER 

Case No. 2:14-md-02510-RJS 

Judge Robert J. Shelby 

Magistrate Judge Dustin B. Pead 

 

The following Scheduling Order is submitted pursuant to the Court’s instruction at the 

April 25, 2014 Scheduling Conference, and pursuant to Fed. R. Civ P. 16(b) and L.P.R. 1.2.  The 

times and deadlines set forth herein may not be modified without the approval of the Court and 

on a showing of good cause.  While certain of the consolidated cases are declaratory judgment 

cases, the term “Plaintiffs” as used herein refers to the BRCA and MUTYH patent owners and 
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licensees, namely, University of Utah Research Foundation, the Trustees of the University of 

Pennsylvania, HSC Research and Development Limited Partnership, Endorecherche, Inc., and 

Myriad Genetics, Inc., and the term “Defendants” as used herein refers to those challenging the 

validity of the BRCA and MUTYH patents and/or alleging that they do not infringe those 

patents, namely, Ambry Genetics Corporation, GeneDx, Inc., Quest Diagnostics, Inc., Quest 

Diagnostics Nichols Institute, Counsyl, Inc., Invitae Corporation, and Laboratory Corporation of 

America Holdings. 

1.  DISCOVERY LIMITATIONS
1
  

 a. Maximum Number of Deposition Hours by Plaintiffs 

(Including 30(b)(6) depositions; excluding expert 

depositions) 

240 hours total (not to 

exceed 50 hours per any 

individual defendant 

group)  

 b. Maximum Number of Deposition Hours by Defendants 

(Including 30(b)(6) depositions; excluding expert 

depositions) 

360 hours total 

                                                           
1
  Any discovery disputes shall be handled in accordance with the procedure set forth in the Short Form Discovery 

Motion Procedure, attached as Exh. A hereto.  All submissions made to the Court under the Short Form Discovery 

Motion Procedure shall be filed before both Judge Robert J. Shelby and Magistrate Judge Dustin B. Pead. 
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 c. Maximum Number of Hours for Each Deposition 

(unless extended by agreement of parties) 

No more than 7 hours for 

individuals, except for 

experts and inventors.
2
 

Plaintiffs will designate 

in their initial disclosures 

no more than 10 

inventors they intend to 

call as witnesses at trial.  

The list may be amended 

or added to by Plaintiffs 

for good cause shown or 

by agreement in writing. 

 

Inventors may be 

deposed for no more than 

14 hours each, with no 

more than 7 hours in any 

one day.  Inventor 

depositions must be 

conducted in a single, up 

to two-day, sitting. 

 d. Maximum Number of Interrogatories 150 total for Plaintiffs, 

150 total for Defendants 

 e. Maximum Number of Requests for Admission 

(Excluding requests relating to authenticity of 

documents) 

150 total for Plaintiffs, 

150 total for Defendants 

                                                           
2
  As agreed during the April 25, 2014 Case Management Conference, the parties shall meet and confer (or, as may 

be appropriate, seek relief) regarding the maximum number of hours for expert depositions and Rule 30(b)(6) 

depositions. 
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 f. The parties are negotiating an ESI agreement for 

submission to the Court. 

Regarding a modified Protective Order:  As stated in 

page 16 of the parties’ joint report (Dkt. 40), the parties 

agreed to modifications of the standard Protective 

Order, and they are continuing to work towards the 

goal of preparing and filing a unified motion for a 

further modified Protective Order for entry in this case 

that adequately protects their various interests.  It is 

possible, however, that more than one motion for a 

modified Protective Order will be necessary should 

insurmountable differences prevent a joint submission.  

Until such time as the case-specific protective order is 

entered, the form Standard Protective Order will be 

deemed to be in full force and effect.  Pursuant to 

Federal Rule of Evidence 502(d), the inadvertent 

production of privileged or work product protected ESI 

is not a waiver in the pending case or in any other 

federal or state proceeding.   
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 g. Claim of privilege or protection as trial preparation 

material asserted after production shall be handled as 

follows:  

Regarding a modified Protective Order:  As stated in 

page 16 of the parties’ joint report (Dkt. 40), the parties 

agreed to modifications of the standard Protective 

Order, and they are continuing to work towards the 

goal of preparing and filing a unified motion for a 

further modified Protective Order for entry in this case 

that adequately protects their various interests.  It is 

possible, however, that more than one motion for a 

modified Protective Order will be necessary should 

insurmountable differences prevent a joint submission.  

Until that time, the form Standard Protective Order will 

be deemed to be in full force and effect.  Pursuant to 

Federal Rule of Evidence 502(d), the inadvertent 

production of privileged or work product protected 

information is not a waiver in the pending case or in 

any other federal or state proceeding.  The parties 

intend to address in the Protective Order the issue the 

Court raised regarding the use, in one case, of 

discovery obtained in another case.  Any party may rely 

upon an objection lodged by another party who is 

represented at a deposition.  For example, once an 

objection is raised to the form of a question, other 

parties need not repeat the objection to preserve the 

objection for trial. 

 

2.  INITIAL DISCLOSURES DATE 

 a. Plaintiffs’ disclosure of accused instrumentalities 05/02/2014 

 b. Plaintiffs’ Rule 26(a)(1) initial disclosures and 

production   

05/16/2014 

 c. Defendants’ Rule 26(a)(1) initial disclosures and 

production  

05/23/2014 

3.  INITIAL AND FINAL CONTENTIONS DATE 

 a. Initial Infringement Contentions  06/04/2014 

 b. Initial Non-Infringement, Unenforceability and 

Invalidity Contentions  

07/02/2014 

 c. Final Infringement Contentions  10/29/2014 
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 d. Final Unenforceability, and Invalidity Contentions  11/12/2014 

 e. Final Non-Infringement Contentions 11/26/2014 

4.  AMENDMENT OF PLEADINGS/ADDING 

PARTIES 

DATE 

 a. Last Day to File Motion to Amend Pleadings 07/01/2014 

 b. Last Day to File Motion to Add Parties 07/01/2014 

5.  CLAIM CONSTRUCTION DATE 

 a. Exchange of Proposed Claim Terms To Be Construed 

Along with Proposed Constructions 

12/10/2014 

 b. Confer and agree upon no more than twenty (20) terms 

or phrases for the BRCA patents and no more than ten 

(10) terms or phrases for the MUTYH patents to submit 

for construction by the court. 

12/17/2014 

 c. Cross-Motions for Claim Construction and Deadline to 

file dispositive motions required to be filed with claim 

construction 

01/14/2015 

 d. Responsive Claim Construction Briefs and Deadline to 

file oppositions to dispositive motions filed with claim 

construction 

02/11/2015
3
 

 e. Joint Claim Construction Chart and Joint Status Report 02/18/2015 

 f. Deadline to file reply in support of dispositive motions 

required to be filed with claim construction 

02/25/2015 

 g. Exchange Exhibits for Claim Construction Hearing No later than 7 days 

before the claim 

construction hearing 

 h. Claim Construction Hearing and Tutorial (if requested) TBD 

                                                           

3
  Pursuant to LPR 4.2(a), if a party offers a sworn declaration of a witness to support its claim construction, the 

party must promptly make the witness available for deposition. 
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6.  POST CLAIM CONSTRUCTION DISCLOSURES 

AND DEADLINES 

DATE 

 a. Disclosure concerning opinions of counsel 7 days after claim 

construction ruling 

 b. Post-claim construction deadline to file a proposed 

scheduling order governing the remaining pretrial 

obligations 

14 days after claim 

construction ruling 

 c. Evaluate case for Settlement/ADR 14 days after the claim 

construction ruling 

7.  CLOSE OF FACT DISCOVERY 02/06/2015 

8.  RULE 26(a)(2) REPORTS FROM EXPERTS DATE 

 a. Party with burden of proof on issue 28 days after claim 

construction ruling 

 b. Rebuttal expert reports 28 days after initial 

burden of proof expert 

reports  

 c. Close of expert discovery 35 days after exchange of 

rebuttal expert reports 

9.  OTHER DEADLINES DATE 

 a. Deadline for filing dispositive or potentially dispositive 

motions 

TBD 

 b. Pretrial matters, including scheduling for Daubert 

motions and motions in limine 

Addressed by the 

applicable court (i.e., this 

Court or the remand 

court) after discovery 

closes. 

10.  SETTLEMENT/ALTERNATIVE DISPUTE 

RESOLUTION/ OTHER PROCEEDINGS 

 

 a. Referral to Court-Annexed Mediation No 

 b. Referral to Court-Annexed Arbitration No 

 c. Settlement probability Low 
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 The Court further orders that the parties submit a Joint Status Report to both Judge 

Robert J. Shelby and Magistrate Judge Dustin B. Pead every 45 days, with the first such report 

due on June 9, 2014.  That report shall contain:  (1) a summary of events that have occurred 

since the prior status report; (2) a summary of events that have been scheduled; (3) a status 

update regarding discovery; (4) a list of motions that have been filed and are pending before the 

Court, including status and schedule of briefing; and (5) at the option of the parties, a request, 

with an agenda, for a status conference. 

SO ORDERED this  9
th

  day of May, 2014. 

 

BY THE COURT: 

 

 

__________________________________ 

Judge Robert J. Shelby 
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